REMARKS 



This is in response to the Non-Final Office Action mailed on January 25, 
2007. The Examiner has withdrawn all the previous rejections. Upon entry of the 
amendment, claims 1, 3-18, and 20-43 are pending in the application. Claims 21- 
36 and 38-42 have been withdrawn from consideration. Claim 2 has been 
cancelled. Claim 37 is amended herein to recite that the adhesive is curable 
without the application of an external energy source. 

Claim Rejections Based on U.S. Patent No. 4,070,225 

The Examiner rejected several claims as being anticipated by U.S. Patent 
No. 4,070,225 (Batdorf) or as being obvious in view of Batdorf alone or in 
combination with other references. For the following reasons, Applicant submits 
that the claims are patentable over Batdorf alone or in combination with the cited 
references. 

A. Batdorf fails to anticipate the claims 

The Examiner rejected claims 1, 3, 4, 17, and 18 under 35 U.S.C. § 102(b) 
as being anticipated by Batdorf. The Examiner stated that Batdorf teaches two- 
part, high solids curable adhesive compositions that are curable without 
application of an external energy source. 

Applicant respectfully disagrees with the Examiner’s statements. A 
reference fails to anticipate a claim unless the reference teaches each and every 
element in the claim. (MPEP § 2131.) Batdorf relates to a method for forming 
epoxy adhesive-bonded joints between a plurality of substrates. The adhesive 
system in Batdorf may include a two-part adhesive composition that may include 
an epoxide prepolymer and a primary-amine terminated polyamide curing agent. 
Batdorf, however, fails to teach an adhesive composition that is curable without 
the application of an external energy source. Rather, Batdorf teaches that its 
adhesive composition will not cure “until heat and/or pressure are applied." (‘225 
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Patent, Abstract, lines 3-7.) The adhesive in Batdorf is unreactive until exposed to 
epoxide cure initiation conditions, which are attained by heating the adhesive to a 
temperature above the ring and ball softening point of the polyamide. (‘225 
Patent, column 6, lines 15-20; See also, column 2, lines 34-37.) Even the 
passage cited by the Examiner states that curing requires “initiation of the epoxide 
curing reaction” and that the adhesive continues to cure “after the initiation 
conditions have been removed.” (‘225 Patent, column 2, lines 14-22.) Thus, 
Batdorf explicitly requires the application of an external energy source for its 
adhesive to be curable. Therefore, Batdorf fails to teach or suggest a label that 
comprises an adhesive layer where the adhesive is curable without application of 
an external energy source. For at least this reason, Batdorf fails to teach every 
feature set forth in independent claim 1 and fails to anticipate the claims. 

Batdorf also fails to teach a label or a polymer facestock. The preamble 
should be given patentable weight where it breathes life and meaning into the 
claim. (MPEP § 21 1 1 .02.) In Kropa v. Rubie, 1 87 F.2d 1 50, 88 USPQ 478 (CCPA 
1951), 1 a preamble reciting an abrasive article “was found to further define the 
structure of an article comprising abrasive grains and a hardened binder.” (See 
MPEP § 2111.02.) The court stated that only the phrase “an abrasive article” 
could make it “known that the subject matter defined by the claims is comprised as 
an abrasive article.” (Id. (quoting Kropa).) Further, the court stated that every 
union of substances capable of use as abrasive grains and a binder is not an 
abrasive article. (Id.) 

In Union Oil Co. of Cal. v. Atlantic Richfield Co. 2 , the Federal Circuit upheld 
a district court’s interpretation that a claim for “an embedded gasoline suitable for 
combustion in an automotive engine” covered fuel compositions that “will regularly 
be used in autos, not fuels that conceivably could be.” (208 F.3d 989, 995 (Fed. 
Cir. 2000).) The Federal Circuit stated that the preamble language specified fuels 

1 Cited and discussed in MPEP § 21 1 1 .02. 

2 A copy of this case is attached as a courtesy to the Examiner. 
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for automotive engines, not aviation engines, and the reference to unleaded 
gasoline involves standard automotive fuels rather than specialized fuels. The 
specification also demonstrated that the claim related to ordinary fuels for use in 
passenger cars. The Federal Circuit found that the district court correctly 
determined the prior art specialty fuels, such as aviation and racing fuels do not 
anticipate the claims because they did not include the limitation of being a 
standard automotive fuel composition. (Union Oil, 208 F.3d at 996.J That is, not 
every fuel is comprised as an automotive fuel. 

Analogous to the abrasive article in Kropa or the automotive fuel in Union 
Oil, not every construction comprising an adhesive bonded to a substrate is 
comprised as a label. Thus, the preamble “a label” breathes life into the present 
claims and should be given patentable weight. Batdorf does not teach or suggest 
a label or a facestock. Batdorf relates to using a bonding adhesive as a substitute 
for welding to bond metal substrates together. (‘225 patent, column 1 , lines 49-57; 
column 8, lines 57-59.) All the examples in Batdorf demonstrate bonding 
aluminum substrates together. The mere disclosure of plastics in Batdorf does not 
teach or suggest either a polymer facestock or a label. Not every substrate is 
suitable as a facestock, and not every construction with a plastic substrate 
constitutes a label. Therefore, Batdorf fails to teach all the limitations in claim 1 
and fails to anticipate the claims. 

In view of the foregoing, Applicant respectfully requests that the rejection be 
withdrawn. 

B. The claims are not obvious in view of Batdorf alone or in combination 

with other references. 

The Examiner rejected (i) claim 6 under 35 U.S.C. § 103(a) as being 
obvious over Batdorf in view of U.S. Patent No. 5,536,800 (Scholz); (ii) claims 7, 
8, and 37 as obvious over Batdorf in view of U.S. Patent No. 5,863,624 (Miyazaki 
et al.); (iii) claim 9 as obvious in view of Batdorf; and (iv) claim 43 as being 
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unpatentable over Batdorf in view of U.S. Patent No. 3,723,223 (Le Compte). 
Applicant respectfully disagrees with the Examiner’s statements. 

To establish a prima facie case of obviousness, three basic criteria must be 
met. First, there must be some suggestion or motivation, either in the references 
themselves or in the knowledge generally available to one of ordinary skill in the 
art, to modify the reference or to combine reference teachings. Second, there 
must be a reasonable expectation of success. Finally, the prior art reference, or 
references when combined, must teach or suggest all the claim limitations. 
(MPEP § 2143.) The teaching or suggestion to make the claimed combination and 
the reasonable expectation of success must both be found in the prior art and not 
based on Applicant’s disclosure. (Id.) The initial burden is on the examiner to 
provide some suggestion of the desirability of doing what the inventor has done. 
To support the conclusion that the claimed invention is directed to obvious subject 
matter, either the references must expressly or impliedly suggest the claimed 
invention or the examiner must present a convincing line of reasoning as to why 
the artisan would have found the claimed invention to have been obvious in light of 
the teachings of the references. (MPEP § 706.02Q).) 

As discussed above, Batdorf fails to teach or suggest all the features 
recited in claim 1. Specifically, Batdorf fails to teach a label with an adhesive 
composition that is curable without application of an external energy source. 
Claim 1 is also not obvious in view of Batdorf, as there is nothing to teach or 
suggest modifying Batdorf to provide the invention of claim 1. Any claim 
depending from an non-obvious independent claim is also non-obvious. (MPEP § 
2143.03.) Therefore, claims 6-9 and 43, which depend from claim 1, are also not 
obvious in view of Batdorf. 

Further, as amended, independent claim 37 recites that the adhesive is 
curable without the application of an external energy source. Therefore, for the 
reasons discussed above, claim 37 is also patentable over Batdorf. 
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Moreover, the secondary references cited by the Examiner do not make up 
for Batdorf’s deficiencies. The Examiner only relies on Scholz for teaching the use 
of a particular adhesive coat weight. Therefore, the combination of Batdorf and 
Scholz fails to teach the invention of claim 6 (which includes all the limitations of 
claim 1). 

There is no motivation to modify Batdorf with Miyazaki or Le Compte. 
Miyazaki teaches a thermosetting resin adhesive formed of an epoxy resin and a 
trimellitic acid anhydride hardener. To obtain strong adhesion of the polyester film 
of Miyazaki to the metal sheet, the metal sheet and polyester film are placed in an 
oven to cure the thermosetting resin adhesive. (See '624 patent, column 13, lines 

45- 51.) 

Le Compte is directed to a one-component, heat curing adhesive, having a 
long shelf life. Le Compte discloses a carrier that is coated with a composition 
comprising a thermoplastic binder, discrete particles of epoxy resin, discrete 
particles of a heat-reactive epoxy reactive hardener, and a dispersing medium. 
(‘223 patent, column 1, lines 31-36.) The binder is employed to reduce contact 
between the epoxy and the hardener particles and prevent them from reacting until 
heat curing during lamination. (‘223 patent, column 2, lines 32-36.) Additionally, 
Le Compte’s composition utilizes a dispersing medium (water or solvent) to 
decrease the concentration of reactive particles and cause the binder to surround 
each particle and keep it from contacting other reactive particles. (Column 2, lines 

46- 63.) The coated carriers may be stored for long periods of time at room 
temperature (‘223 patent, column 4, lines 15-17.) The coated carriers are used for 
lamination and not as labels. Laminates are formed by hot pressing a substrate to 
the coated carrier, such as by inserting a coated carrier and substrate in a press at 
about 200°F to about 400°F at a pressure of from about 10 pounds per square 
inch to about 1 ,000 pounds per square inch. (Column 4, lines 18-34.) 

Thus, as described above, Miyazaki and Le Compte also require applying 
an external energy source (heat) to cure their respective adhesives. Therefore, 
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the combination of Batdorf with Miyazaki or Le Compte fail to teach the claimed 
invention. It is only through prohibited hindsight in view of Applicant’s disclosure 
that a person would combine the references to arrive at the claimed invention. 

For at least these reasons, claims 6-9, 37, and 43 are not obvious in view of 
Batdorf either alone or in combination with the cited references, and Applicant 
respectfully requests that the rejections of these claims be withdrawn. 

Claim Rejections based on U.S. Patent 6.248,204 (Schuft) 

The Examiner rejected claims 1 and 5 under 35 U.S.C. § 102(b) as being 
anticipated by U.S. Patent 6,248,204 to Schuft. The Examiner stated that Schuft 
discloses a two-part room temperature curable thermosetting epoxy adhesive 
composition that includes an epoxy resin as a first component, an epoxy resin 
hardener such as oxyethylene diamine as a second component, and has a high 
solids content since the composition contains no volatile solvents. The Examiner 
also contends that Schuft’s disclosure of bonding together substrates such as 
phenolic composites and, therefore, discloses a polymer facestock with an 
adhesive layer and reads on a label. 

Applicant respectfully disagrees with the Examiner’s statements. As 
discussed above, the preamble “a label” in claim 1 breathes life into the claims, 
and not any construction where substrate are bonded to an adhesive is suitable as 
a label. Schuft does not teach or disclose a label comprising a polymer facestock. 
Schuft relates to an epoxy resin composition for use in aerospace applications. 
The resin composition includes an epoxy resin component and an epoxy resin 
hardener. The epoxy resin component includes an inorganic and/or organic filler 
component that acts as a structural reinforcement component, a thixotropy- 
conferring component, or an adhesion strength-conferring component. The 
adhesive in Schuft is a bonding adhesive used for bonding together substrates, at 
least one of which is constructed of a metal or a synthetic material such as glass 
cloth phenolics and phenolic composites. In particular, Schuft teaches the 
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desirability of providing adhesives that are particularly suitable for aerospace 
applications, such as applications to assemble the nose inlet and exit cones on, for 
example, the Space Shuttle, in which phenolic rings are secured to a metal 
housing. (‘204 patent, column 1, lines 45-57.) The mere disclosure of substrates 
such as metal and phenolic composites does not teach either a label structure or a 
facestock as set forth in the claims. Therefore, claims 1 and 5 are not anticipated 
by Schuft. Applicant respectfully requests that the rejection be withdrawn. 

Claim Rejections based on U.S. Patent 4.883,697 ( Dornbusch ) 

The Examiner rejected several claims as being obvious over Dornbusch in 
view of Batdorf (and in some instances in view of additional references). The 
Examiner rejected claims 1, 11, 12, and 14 under 35 U.S.C. § 103(a) as being 
unpatentable over Dornbusch in view of Batdorf. Claim 10 has been rejected 
under 35 U.S.C. § 103(a) as being unpatentable over Dornbusch in view of 
Bartdorf, and further in view of U.S. Patent No. 4,654,262 to Alonso. Claim 13 has 
been rejected under 35 U.S.C. § 103(a) as being unpatentable over Dornbusch in 
view of Batdorf, and further in view of U.S. Patent No. 4,151,319 to Sackoff et al. 
Claim 15 has been rejected under 35 U.S.C. § 103(a) as being unpatentable over 
Dornbusch in view of Batdorf, and further in view of U.S. Patent No. 5,380,587 to 
Musclow. The Examiner rejected claim 16 as being unpatentable over Dornbusch 
in view of Batdorf, and further in view of U.S. Patent No. 6,153,288 to Shih et al. 

The Examiner states that Dornbusch discloses a thermoplastic label 
stratum laminated to an upper surface of stress-compensating stratum via epoxy- 
type urethane type adhesive. The Examiner acknowledges that Dornbusch fails to 
teach an adhesive layer as claimed in claim 1 , but the Examiner argues that it 
would have been obvious to use the adhesive from Batdorf. The Examiner argues 
that a person skilled in the art would be motivated to use Batdorf’s adhesive that 
has a very lengthy open time and can provide a strong bond between the label 
stratus and stress-compensating medium. 
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Applicant disagrees with the Examiner’s statements. Dornbusch discloses 
a flexible multilayer label comprising a label stratum (14) laminated to a stress- 
compensating stratum (30) by a one-component adhesive (20) such as an epoxy- 
type urethane. A heat-activated sealant is laminated to the stress-compensating 
stratum (30). (‘697 patent, column 5, lines 2-7.) It is the heat-activated sealant in 
layer (25) of Dornbusch, not the adhesive (20), that provides the bonding 
capability to bond the label to a package. Dornbusch discloses that its heat- 
activated sealant is a wax composition that includes ethylene-vinyl acetate 
copolymer. Thus, Dornbusch fails to teach or suggest a two-part curable 
adhesive, let alone one comprising a curing agent comprising at least one primary 
amine, diamine, polyamine or mixtures of two or more thereof. As discussed 
above, Batdorf is directed to an adhesive that requires heat to initiate curing. 
Consequently, even if a person skilled in the art would be motivated to use 
Batdorf’s adhesive in either the adhesive layer 20 or the heat-activated sealant 25 
of Dornbusch, the combination of Dornbusch and Batdorf still fails to teach 
employing an adhesive that is curable with the application of an external energy 
source. Again, it is only through prohibited hindsight in view of Applicant’s 
disclosure that a person skilled in the art would arrive at the present claims based 
on Dornbusch in combination with Batdorf. Therefore, the combination of 
Dornbusch and Batdorf fails to render claim 1 obvious. 

Since claim 1 is not obvious in view of the combination of Dornbusch and 
Batdorf, claims 11, 12, and 14, which depend from claim 1 , are also not obvious. 

The additional references cited by the Examiner with respect to claims 10, 
13, 15, and 16 do not make up for the deficiencies in the combination of 
Dornbusch and Batdorf. Therefore, claims 10, 13, 15, and 16, which depend from 
claim 1 , are not obvious in view of the combination of Dornbusch and Batdorf even 
when combined with the cited references. 
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Applicant respectfully requests withdrawal of the rejection of claims 1 and 
10-16 based on Dornbusch in combination with Batdorf alone or in further view of 
any of the cited references. 



CONCLUSION 

In view of the foregoing remarks, Applicant respectfully requests a timely 
issuance of a Notice of Allowance. 

In the event any fees are due in connection with the filing of this document, 
the Commissioner is authorized to charge those fees to our Deposit Account No. 
18-0988 under Attorney Docket No. AVERP3299USA . 

Respectfully submitted, 

RENNER, OTTO, BOISSELLE & SKLAR, LLP 

By /Heidi A. Boehlefeld/ 

Heidi A. Boehlefeld, Reg. No. 34,296 

1621 Euclid Avenue 
Nineteenth Floor 
Cleveland, Ohio 44115 
(216) 621-1113 
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UNION OIL CO. OF CAL. v. 

Cite as 208 F.3d 9t 

, UNION OIL COMPANY OF 
t CALIFORNIA, Plaintiff- 
Appellee, 
v. 

ATLANTIC RICHFIELD COMPANY, 
Chevron U.S.A. Inc., Exxon Corpora- 
. tion, Mobil Oil Corporation, Shell Oil 
Products Company and Texas Refin- 
ing and Marketing, Inc. 

No. 99-1066. 

United States Court of Appeals, 

Federal Circuit. 

March 29, 2000. 

Rehearing and Rehearing En Banc 
Denied May 18, 2000. 

Petroleum refiners brought action 
against patentee, seeking a declaratory 
judgment to invalidate patent claiming au- 
tomotive gasoline compositions designed to 
reduce automobile tailpipe emissions. Pat- 
entee counterclaimed, alleging willful in- 
fringement. After declaratory judgment 
action was effectively converted into in- 
fringement defense, jury found for paten : 
tee on issues of validity, and the United 
States District Court for the Central Dis- 
trict of California denied refiners’ motion 
for judgment as a matter of law (JMOL). 
The District Court, 34 F.Supp.2d 1208, 34 
F.Supp.2d 1222, determined that patent 
was not enforceable for inequitable con- 
duct and awarded attorney fees. Refiners 
appealed. The Court of Appeals, Rader, 
Circuit Judge, held that: (1) patent claims 
were directed to compositions of matter 
and were not limited 4* only certain uses 
of those compositions; (2) patent claims 
were not anticipated by; prior art; and (3) 
written description was adequate. 

Affirmed. 

Lourie, Circmt Judge, dissented in 

part and filed opinion, t : 

1. Federal Courts <©=>765 

Court of Appeals reviews the district 
court’s denial of a motion for judgment as 
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(Fed. Cir. 2000) 

a matter of law (JMOL) after a jury ver- 
dict by reapplying the district court’s own 
standard; thus, to prevail on appeal, the 
appellants must show that substantial evi- 
dence does not support the jury’s factual 
findings or that the district court erred in 
applying the law. 

2. Federal Civil Procedure @=>2608.1 

District court may overturn a jury’s 
verdict on a motion for judgment as a 
njatter of law (JMOL) only if, upon the 
record before the jury, reasonable persons 
could not reach the verdict returned by 
that jury. 

3. Federal Courts @=>801 

In reviewing ruling on judgment as a 
matter of law (JMOL), Court of Appeals 
must consider the evidence of record in the 
light most favorable to the nonmovant, 
drawing all reasonable inferences in its 
favor, without disturbing the jury’s credi- 
bility determinations or substituting 
Court’s resolutions of conflicting evidence 
for those of the jury. 

4. Patents @=>62(3) 

Party seeking to invalidate a patent 
on grounds of anticipation must show, by 
clear and convincing evidence, that the 
allegedly invalidating prior art contains 
each and every element of the claimed 
invention. 35 U.S.C.A § 102. 

5. Patents @=>112.1 

Issued patents enjoy a presumption of 
validity. 

6. Patents @=>324.55(4) ' 

Court of Appeals reviews a finding 
that a patent was anticipated as a question 
of fact; therefore, on appeal, Court must 
affirm the district court’s denial of a mo- 
tion for a judgment as a matter of law 
seeking to establish anticipation if substan- 
tial evidence supports the jury’s verdict 
that the cited prior art did not anticipate 
the claims, 35 U.S.C.A. § 102. 
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7. Patents @9324*5 



First step in any analysis of alleged 
patent invalidity is : claim 1 construction, 
which is a question of law that Court of 
Appeals reviews without deference. 

8. Patents @=165(3), 167(1), 168(2.1) 

In patent claim construction the 
words of the claims are construed indepen- 
dent of the accused product, in light of the 
specification, the prosecution history, and 
the prior art; the construction of claims is 
simply a way of elaborating the normally 
terse claim language in order to under- 
stand and explain, but not to change, the 
scope of the claims. 

9. Patents @=>179 

Patent claims directed to “[a]n unlead- 
ed gasoline suitable for combustion in an 
automotive engine” or “[a]n unleaded gaso- 
line fuel suitable for combustion in a spark 
ignition automotive engine” claimed com- 
positions of matter, so scope of claims did 
not embrace only certain uses of claimed 
compositions; if such limitation were per- 
mitted, composition claims would mutate 
into method claims. 

10. Patents @=72(1) 

Patent claims directed to “[a]n unlead- 
ed gasoline suitable for combustion in an 
automotive engine” or “[a]n unleaded gaso- 
line fuel suitable for combustion in a spark 
ignition automotive engine” were limited to 
ordinary automotive fuel, and patent was 
thus not anticipated by other specialty fu- 
els, which did not include each and every 
limitation of claims. 35 U.S.C.A § 102. 

11. Patents @=>99 

Where party challenges patent as hav- 
ing inadequate written description, the pri- 
mary consideration is factual and depends 
on the nature of the invention and the 
amount of knowledge imparted to those 
skilled in the art by the disclosure. 35 
U.S.CA § 112. 

12 . Patents @=324.55(4) 

In reviewing district court’s decision 
upon challenge to patent alleging inade- 



quate written description, Court of Ap- 
peals reviews , a jury’s factual findings for 
substantial evidence. 35 U.S.UA § 112 . 

13. Patents @=99 

Written description requirement does 
not require patent applicant M T des® 
exactly the subject matter claimfed'; bhi4 e 
description must clearly allow ^fersbhk of 
ordinary skill in the art to recogh&ftfiat 
he or she invented what is cltod;"thbs, 
statutory requirement for Written descrip- 
tions ensures that, as of the filing date, the 
inventor conveyed with reasonable clarity 
to those of skill in the art that he was in 
possession of the subject matter of the 

claims. 35 U.S.CA § 112. 

14. Patents @=324.55(4) 

Like the district court, Court of Ap- 
peals must accord deference to the' jury 
findings on the adequacy of a patent’s 
written description; Court will not substi- 
tute its judgment for that of the factfinder. 

35 U.S.C.A § 112. 

15. Patents @=99 , .y ;ni 

Written description in patent for auto 1 
motive gasoline compositions designed to 
reduce automobile tailpipe emissions wMs 
adequate, even if specification did not de- 
scribe exact chemical component of eilch 
combination that fell within ranges spdi$ 
fied in patent claims, since description Wp 
sufficient to show one of skill in the petrel 
leum refining art that inventor possessed 
the claimed invention at the time of filing 
35 U.S.CA § 112. r < 

i-nnie 

16. Patents @=99 , . 

Written description requirement does 

not require; identical descriptions.! of 
claimed compounds, but it requires enough 
disclosure in the patent to show one of skill 
in this art that the inventor invented what ^ 

is claimed. 35 U.$.C A § 112. ... y 

17. Patents @=97 ■ - f 

Applicants for patents and their rep- k 

resentatives before the Patent and>Tf^j||| 
mark Office (PTO) are subject to a ddfl™H 
candor, good faith; and honesty in't^Jf 
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nrosecution of patent applications, and a 
breach of this duty constitutes inequitable 
conduct. 37 C.F.R. § 1-56. 

18 . Patents <©=97 

If a court determines that a patentee 
has engaged in inequitable conduct, the 
court must consider whether, as a matter 
of equity, the patent should be deemed 
unenforceable. 

19. Patents <©=>324.54,, 324.55(2) 

Because inequitable conduct in the 

prosecution of a patent is an equitable 
issue, Court of Appeals reviews such de- 
terminations for an abuse of discretion, 
and Court will not disturb the district 
court’s factual determinations of materiali- 
ty and intent without a definite and firm 
conviction that a mistake has been commit* 
ted. 



Michael V. Ciresi, Robins, Kaplan & Cir- 
esi, L.L.P., of Minneapolis, Minnesota, ar- 
gued for plaintiff-appellee. With him on 
the brief were Martin R. Lueck, David W. 
Beehler, Tracy A. Sykes, and Diane L. 



ATLANTIC RICHFIELD CO. 991 

19 (Fed. Cir. 2000) 

RADER, Circuit Judge. 

The United States District Court for the 
Central District of California denied the 
appellants’ motion for Judgment as a Mat- 
ter of Law (JMOL) which sought to over- 
turn the jury verdicts of patent validity 
and willful infringement. See Union Oil 
Co. Of Cal. v. Atlantic Richfield Co., No. 
CV-95-2379-KMW, slip op. at 1 (C.D.Cal. 
Mar. 10, 1998) ( Unocal I ). In their JMOL 
motion, the Atlantic Richfield Company 
and other appellant refiners asserted that 
Union Oil Company of California’s (Uno- 
cal) United States Patent No. 5,288,393 
(’393 patent) is invalid under 35 U.S.C. 
§§ 102 and 112 (1994). The district court 
also held that Unocal did not commit ineq- 
uitable conduct before the U.S. Patent and 
, Trademark Office (PTO). See Unirn Oil 
Co of Cal v. Atlantic Richfield Co., 34 
F.Supp.2d 1208, 1222 (C.D.Cal.1998) (Uno- 
cal II). Because the appellant refiners did 
not show a reversible flaw in the jury’s 
verdict, this court affirms the district 
' court’s denial of JMOL on §§ 102 and 112 
' i SSU es. Similarly, this court affirms the 
j* trial court’s discretionary judgment of no 
inequitable conduct. 1 



E. Edward Bruce, Covington & Burling, 
of Washington, DC, argued for defendants- 
appellants. With him on the brief was 
Christopher N. Sipes. Of counsel on the 
brief were Donald R. Dunner, and J. Mi- 
chael Jakes, Finnegan, Henderson, Fara- 
bow, Garrett & Dunner, L.L.P., of Wash- 
ington, DC. Also of counsel on the bnef 
were Harry C. Marcus, and Bartholomew 
Verdirame, Morgan & Finnegan, L.L.P., of 
New York, New York. 

Before MAYER, Circuit Judge, 

LOURIE and RADER, Circuit Judges. 

Opinion for the court filed by Circuit 
Judge RADER. Circuit Judge LOURIE 
dissents in part. 

!l Because the appellant refiners did not ques- 
tion the district court’s willfulness determma- 



Unocal owns the ’393 patent, which 

claims automotive gasoline compositions 
that reduce automobile tailpipe emissions. 
Unocal’s original patent application con- 
tained 82 claims. As is often the case 
during the course of prosecution, the in- 
ventor added and canceled many claims. 
Ultimately, 155 claims issued, but Unocal 
later disclaimed aU but the forty-one at 
issue in this case: claims 20, 53, 54, 56, 57, 
71-75, 78, 79, 81, 112-16, 117 (multiply 
dependent on claims 53, 73, 78, 112, 116, 
and 125), claim 120 (multiply dependent on 
claims 55, 78, 79, and 124), claim 121 (de- 
pendent on claim 120 and therefore multi- 
ply dependent on claims 55, 78, 79 or 124), 
125-27, 133-35, 137, 153, and 155. Each 
claim appears in dependent or multiple 
tion in their appeal, diis court does not ad- 
dress that issue. 




